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Application/Control Number: 10/802.890 Page 2 

Art Unit: 3677 

DETAILED ACTION 

Claim Clarifications 

1 . Based on applicant's amendment of 7/18/2006, examiner notes that applicant is 
indeed invoking 112 6"^ paragraph in claiming the 2"^. and 3^^ "means for". The 
specification discloses the first means as a thread on the inner surface of the washer 
corresponding to a thread on the bolt. The specification discloses the 2"^ and 3''^ means 
as providing a surface that is roughened or smoothed respectively by machining, or 
provided with a friction increasing or decreasing, respectively, coating. If examiner is 
incorrect in this assessment, applicant should advise. 

Claim Objections 

2. Claims 1 and 9 are objected to because of the following informalities: 

There is a minor typing or printing error in claim 1 line 10 and claim 9 line 1 1 . The semi- 
colon required between "is turned" and "second means" is missing. Examiner reads the 
claim as though the semi-colon is present. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1--20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Grube USP 3728933 in view of HIinsky USP 4362449. 
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Grube teaches a washer with a body having an axis and first and second axial 
outer facial surfaces. Further, the washer has an additional turning resistant surface 
adapted to cooperate with a bolt, said additional turning resistant surface providing 
friction between the body and bolt to impede the bolt from turning and allowing the bolt 
to be axially displaces when the nut is turned (abstract Figs 4-7, col 3 line 59 - col 5 line 
58). Grube Figs 4-7 teach the assembly of a washer in combination with the bolt. 

Regarding whether the washer is one or multiple elements, it would have been 
considered obvious to one of ordinary skill in the art, at the time the invention was 
made, to have made the washer in one or multiple parts, since it has been held that 
forming in one piece an article which has formerly been formed in two pieces and put 
together involves only routine skill in the art. Howard v. Detroit Stove Works, 150 U.S. 
164 (1893). 

Fig 4-7 show the turning resistant surface connectable with a bolt thread. 

Fig. 4-7 show the body movable in the axial direction, and with one portion 
provided with said additional turning resistant surface and another portion frictionally 
connected to said one portion and provided with said second face surface which is 
adapted to frictionally cooperate with the object (at 24/25). 

A breaking point is shown in Figs 6-7, which when broken when the bolt is 
turned, elongates the bolt in the axial direction. 
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However, Grube does not teach that the first washer face surface, adapted to 
cooperate with the nut, has a smaller frictional characteristic than the second washer 
face surface, adapted to cooperate with the object to be assembled. 

First, examiner notes that claims 1-8 do not include the bolt or nut, and the 
washer stands alone, and thus either face can be considered the first or second face of 
the washer and either part 1 1 , part 14, or the combination can be considered the 
washer. It is possible to add another lock nut onto the protruding shaft end 27, which Is 
all the claims require. 

HIinsky teaches in Fig 8 and col 7 lines 30-46 that a washer can have different 
frictional characteristics on different facial surfaces, and can be used to thus prevent the 
washer from turning when the fastener body is being tightened. Note that the abstract 
teaches: 

I A body 

of low fhction plastic material may be Interposed be- 
tween the bearing sorfacw to prevent large frictional 
forces at the bearing surfaces^ and the clamp surface 
may be scored or roughened to prevent low friction 
forces at the workpiece. 

which clearly has the outer faces of different frictional characteristics than the body 
itself. 

Therefore, it would have been obvious to one of ordinary skill in the art, having 
the teachings of Grube and HIinsky before him at the time the invention was made, to 
modify Grube as taught by HIinsky to include different frictional properties of the washer 
facial surfaces of HIinsky, in order to obtain better gripping between the washer and the 
object/substrate, and lower gripping between the washer and the nut, so that easier and 
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more effective bolt/nut tiglitening and bolt elongation will occur. One would have been 
motivated to make such a combination because better connections with less work will 
be obtained. 

Response to Arguments 
5. Applicant's arguments filed 7/1 8/2006 have been fully considered but they are 
not persuasive. 

Examiner agrees that neither Grube not HIinsky teaches the claimed invention 
singly, but the combination of the two make obvious those structural and ability to 
perform functionality limitations claimed. 

In response to applicant's arguments against the references individually, one 
cannot show nonobvlousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981 ); In re Merck & Co.. 800 F.2d 1091 . 231 USPQ 375 (Fed. Cir. 
1986). 

Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). The claims require only an increased resistance to 
turning as the 1®' means for providing Increased resistance to turning between the bolt 
threads and washer radially inner surface. The additional friction of any threaded 
engagement will inevitably increase the resistance to turning. 

In response to applicant's argument that HIinsky is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if 
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not, then be reasonably pertinent to the particular problem with which the applicant was 

concerned, in order to be relied upon as a basis for rejection of the claimed invention. 

See In re Oetiker, 977 F.2d 1443. 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the 

problem being addressed is the same - designing fasteners to have mating surfaces 

with different frictional characteristics. 

Examiner does not see any structure in the claims that reads over structure in the 

references, and thus must assume that in order for applicant's invention to be enabled, 

the structures perform similarly. However, examiner does note that applicant's 

specification discloses that a specific power tool usable with the invention is disclosed. 

If there is some novel interacting structure with the tool and fastener/washer, this could 

possibly be incorporated to result in allowable subject matter. Also, details of the 

resistive point structure should be considered. Another possible area of patentabilitv is 

the description of the washer structure: 

[0019] As can be seen from FIG, 1, the body 2 of the washer 1 is composed of 
two parts 7 and 8 located substantially radially adjacent to one another, so 
that the part 7 is located radially inwardly of the part 8. The surface 5 with 
the thread 6 which impedes the turning of the bolt is provided radially 
inwardly of the part 7. The part 8 has a projection 9 which is located above 
the part 7 and prevents an axial upward displacement of the part 7. The 
projection 9 of the part 8 forms a resistive point, which in this embodiment is 
formed as a breaking point In particular, the projection 9 is designed so 
that it can break under the action of a certain force acting in an axial upward 
direction . 

Examiner notes that applicant's invention clearly has only the inner portion of the 
washer with threads to contact the bolt i.e., only portion 7 has internally threaded 
bore. It appears to examiner that portion 8 is not threaded, and should not/could not be 
threaded. It appears this correlates to a stmcture with the first face at an axial end that 
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is untlireaded, and the 2"^* face at an axial end having internal threads. Grube's 
structure requires both portions to be internally threaded to work, and this may be an 
area of patentability where structure can define over Grube. Note that examiner has not 
searched this limitation specifically, but does not find in the cited art of record. 
Applicant is invited to discuss options with examiner. 

Conclusion 

6. This is a continuing examination of applicant's earlier application. All claims are 
drawn to the same invention claimed in the earlier application and could have been 
finally rejected on the grounds and art of record in the next Office action if they had 
been entered in the earlier application. Accordingly, THIS ACTION IS MADE FINAL 
even though it is a first action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Application/Control Number: 10/802.890 



Page 9 



Art Unit: 3677 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine W. Mitchell whose telephone number is 571- 
272-7069. The examiner can normally be reached on Mon - Thurs 10 AM - 8 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. J. Swann can be reached on 571-272-7075. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Katherine W Mitchell 
Primary Examiner 
Art Unit 3677 
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